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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
27, 2006, has been entered. 

Response to Arguments 

2. Applicant's arguments filed April 27, 2006, have been fully considered but they 
are not persuasive. 

Claim Rejections • 35 USC § 102 

3. Claims 1-4, 7, 10-12, 14, 16-17,19, 21-23 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by John (U.S. Patent No. 6,066,163) as applied in the previous 
Office Action November 30, 2005 and as applied above. 

In regards to claims 1,10 and 21, Examiner maintains the position that the John 
reference does teach of at least two electrode contacts (reference #s 76 and 78, and 
see col. 10 lines 7-14) that are capable of provoking evoked action potentials in a 
patient's tissue (col. 9 lines 51-52). Examiner interprets two electrodes (76 and 78) as 
being two electrode contacts, similarly to the electrode contacts as claimed by 
Applicant. Further, Applicant admits that the John reference teaches of "a direct brain 
stimulation system with electrodes dispersed over different portions of the brain," which 
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appears to meet the broad limitations of claims 1 , 10 and 21 , of having at two electrode 
contacts through which electrical stimuli are applied to a patient's tissue. 

In regards to claim16, which is directed to a cochlear implant, John also teaches 
of the implantable system and method as being capable of functioning as an auditory 
prosthesis (col. 14 lines 63-67), which Examiner interprets as an auditory prosthesis to 
include a cochlear implant. In regards to Applicant's argument that the John reference 
fails to teach determining the appropriate stimulation level, the John reference teaches 
of modifying the system's stimulation parameters to provide safe and efficient treatment 
(col. 4 lines 10-15); notwithstanding Examiner's earlier position that the optimum level of 
patient comfort also can be interpreted as finding the "appropriate" stimulation level for 
the system. 

Further regarding claims 1, 10, 16 and 21, Examiner takes the position that John 
reference discloses the use of a separate electrode for sensing/monitoring for the 
occurrence of an evoked action potential (col. 4 lines 25-35, col. 5 lines 20-23). Further, 
Examiner takes the position that the John reference discloses adjusting the intensity of 
the electrical stimuli while monitoring for the occurrence of an evoked action potential 
(Figure 2, col. 14 lines 46-50). 

In regards to previous rejection of claims 5, 6, 8, 9, 13, 15, 18 and 20, Examiner 
again notes that the John reference teaches that the implantable system and method 
can function as a multi-channel implantable auditory prosthesis (col. 14 lines 63-67), 
and Examiner interprets the auditory prosthesis as described by John to be analogous 
to the multi-channel implantable system as taught by Doyle. 
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Claim Rejections - 35 USC § 103 

4. Claims 5-6, 8-9, 13, 15, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over John (U.S. Patent No. 6,066,163) as applied to claims 1-4, 7, 10-12, 
14, 16-17, 19 and 21-23 above, in view of Doyle (U.S. Patent No. 6,175,767) as applied 
in the previous Office Action of November 30, 2005. 

Double Patenting 

5. Claims 1-20 stand provisionally rejected on the ground of nonstatutory double 
patenting over claims 1-6 of copending Application No. 10/698,098. This is a 
provisional double patenting rejection since the conflicting claims have not yet been 
patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: a neurostimulator implant 
system that applies electrical stimulation to the tissue of a patient by multiple electrode 
contacts, adjusting the intensity of the applied electrical stimulus to which the first 
presence of an evoked compound action potential is detected, determining the intensity 
threshold level, creating a contour of intensity levels for use in defining operational 
parameters of the neurostimulator implant system. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
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copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Faltys et al. (U.S. Patent No. 5,626,629), King (U.S. Patent No. 
5,702,429), Nygard et al. (U.S. Patent No. 5,758,651), Ren et al. (U.S. Patent No, 
5,776,179), Hochmair et al. (U.S. Patent No. 5,876,443), Faltys et al. (U.S. Patent No. 
6,157,861), Carteret al. (U.S. Patent No. 6,205,360), Overstreet (WO 03/015863), 
Faltys (U.S. 10/218,616). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lenwood Faulcon, Jr. whose telephone number is 703- 
305-0582. The examiner can normally be reached on Monday-Thursday from 9 to 5 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela D. Sykes, can be reached on 703-305-0582. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Lenwood Faulcon, Jr. 




orge Manuel 
Primary Examiner 



